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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HOLLYWOOD CASINOS, LLC,

Opposer,

v.
      
CHATEAU CELESTE, INC.,

Applicant.
___________________________________ 

)
)
)
)
)
)
)
)
)

In Re Application of Chateau Celeste, Inc.
Mark: HOLLYWOOD HOTEL
Ser. No. 85/281,324
Filed: March 30, 2011
Published: August 9, 2011

Opposition No.  91203686

Attn: TTAB
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

CORRECTED APPLICANT’S MOTION TO COMPEL DISCOVERY AN D 
TO EXTEND APPLICANT’s DEADLINE FOR CLOSE OF DISCOVE RY

Chateau Celeste, Inc. (“Applicant”), through its attorneys, hereby submits this Motion to

Compel Discovery and to Extend Applicant’s Deadline for Close of Discovery.

Briefly, the grounds for this Motion are that Opposer has asserted improper objections

and has refused to provide substantive responses to several of Applicant’s interrogatories,

Opposer has refused to produce documents responsive to several of Applicant’s requests for

documents. In addition, just three days prior to the discovery deposition of Opposer under FRCP

30(b)(6) that was duly noticed to take place on September 12, 2014, Opposer has expressly stated

that it would not designate a witness to testify on several legitimate topics of inquiry in such

deposition. As such, in order to preserve its rights and so as not to waste Applicant’s legal and

financial resources involved in having Applicant’s attorney travel from Los Angeles to

Philadelphia to take Opposer’s deposition when Opposer has continued to object on several

important areas of discovery, Applicant has continued Opposer’s deposition to a later date (as yet

unknown) until after the Board rules on the present Motion.
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Good Faith Effort to Meet and Confer

Applicant’s counsel has made a good faith effort to resolve the issues presented in this

Motion by engaging in several written communications with Opposer’s attorneys, but the parties

have been unable to resolve their discovery disputes.

I. INTRODUCTION AND PROCEDURAL HISTORY

This opposition concerns Applicant’s published Application Serial No. 85/281,324 for

the mark HOLLYWOOD HOTEL for use in connection with “bar and cocktail lounge services;

hotel, restaurant and catering services; providing social meeting, banquet and social function

facilities; provision of conference, exhibition and meeting facilities.” The application was

published for opposition on August 9, 2011.

On February 6, 2012, Opposer Hollywood Casinos, LLC (recently substituted for original

Opposer Hollywood Casino Corporation) filed a Notice of Opposition on the basis of priority and

likelihood of confusion under Section 2(d) of the Trademark Act, relying on Opposer’s U.S.

Registration No. 1,851,759 for the mark HOLLYWOOD CASINO covering “casino services”

and U.S. Registration No. 1,903,858 for the mark HOLLYWOOD CASINO covering “hotel

services.” Applicant filed an Answer to the Notice of Opposition on September 13, 2012.

The Board has previously ruled on several motions in this proceeding. On June 29, 2013,

the Board granted Opposer’s Motion to Strike three affirmative defenses from Applicant’s

Answer to Notice of Opposition, none of which involved the defense of laches. On February 21,

2014, the Board denied Opposer’s Motion to Enforce Settlement. On July 16, 2014, the Board

denied Opposer’s Motion to Amend its Notice of Opposition by which Opposer had sought to
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add “mere descriptiveness” as a basis to attack Applicant’s subject application for the

HOLLYWOOD HOTEL mark. In that same July 16, 2014 Order, the Board granted in part

Opposer’s Motion to Extend the Deadlines by granting a 30-day extension of all deadlines,

setting August 14, 2014 as the deadline for close of discovery. Then on August 18, 2014, the

Board granted Applicant’s Consented Motion to Extend the Deadlines, extending the deadline

for close of discovery to September 13, 2014 (a Saturday), which extension was sought due to the

fact that Applicant’s deposition witness was out of the country and to allow time for the parties

to conduct their discovery. As such, the instant Motion is being filed prior to the expiration of the

current deadline for close of discovery.

Each party served discovery requests on the other in the form of interrogatories and

requests for documents. The parties’ responses to their discovery requests were initially due on

the same deadline of December 31, 2012, but they agreed on several mutual extensions of time to

respond to those discovery requests.

After settlement negotiations collapsed, Opposer unilaterally took the position that

because it believed that there was an enforceable settlement, the parties need not respond to each

other’s discovery requests. It then took Opposer five and a half months to file “Opposer’s Motion

to Enforce Settlement Agreement,” and in that motion, Opposer also requested the Board to

suspend the proceedings without any explanation for why the discovery and other deadlines

should be extended. In fact, Opposer did not respond to Applicant’s written discovery requests

for many months before and during the pendency of its “Motion to Enforce Settlement

Agreement” based on its argument that there was an enforceable settlement.
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As stated above, the Board’s Order on February 21, 2014, denied “Opposer’s Motion to

Enforce Settlement Agreement,” and in that Order the Board also set certain deadlines, including

March 6, 2014 for close of discovery, a deadline which was later extended to the current deadline

of September 13, 2014. The parties then exchanged and served their respective responses to one

another’s discovery requests on April 25, 2014. The parties produced documents in response to

one another’s document requests more recently on August 5, 2014.

The parties served notices of discovery depositions on one another under FRCP 30(b)(6).

On September 9, 2014, Opposer conducted and completed the Rule 30(b)(6) deposition of

Applicant whose witness was designated and made himself available to testify on all 25 topics set

forth in Opposer’s Notice of Deposition.

Applicant duly noticed the Rule 30(b)(6) discovery deposition of Opposer to take place

on September 12, 2014 in Philadelphia where Opposer is located.1  However, discovery disputes

have emerged between the parties regarding Opposer’s responses to Applicant’s written

discovery requests, and late in the day on September 9, 2014 while Applicant’s attorney was

defending his client’s deposition, Opposer electronically served “Opposer’s Objections to

Applicant’s First Amended Notice of Deposition of Opposer,” in which Opposer expressly stated

that it would not designate a witness on several of the deposition topics. As a result of the

disputes that continue to exist regarding Opposer’s discovery responses and also due to the 

1 Applicant originally served a Rule 30(b)(6) Notice of Deposition on August 14, 2014,
and then served a First Amended Notice of Deposition of Opposer on August 18, 2014, both of
which included the exact same deposition topics, and only the date of deposition was changed in the
Amended Notice.
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recent objections raised by Opposer regarding the Rule 30(b)(6) deposition of Opposer,

Applicant’s counsel has informed Opposer’s counsel that Applicant is continuing the September

12, 2014 deposition of Opposer to a future date until after the Board rules on the discovery

disputes presented in the instant Motion.

The documents that are pertinent to the instant Motion are attached hereto as follows: 

Ex. Title of Exhibit Date of Exhibit

1 Applicant’s First Set of Interrogatories Dec. 1, 2012

2 Applicant’s First Set of Requests for Production of
Documents

Dec. 1, 2012

3 Opposer’s Objections and Responses to Applicant’s First
Set of Interrogatories

Apr. 25, 2014

4 Opposer’s Objections and Responses to Applicant’s First
Requests for Production of Documents

Apr. 25, 2014

5 Applicant’s Notice of Deposition of Opposer Pursuant to
FRCP 30(b)(6)

Aug. 14, 2014

6 Applicant’s First Amended Notice of Deposition of
Opposer Pursuant to FRCP 30(b)(6)

Aug. 18, 2014

7 Opposer’s Supplemental Objections and Responses to
Applicant’s First Set of Interrogatories

Sept. 9, 2014

8 Opposer’s Objections to Applicant’s First Amended
Notice of Deposition of Opposer Pursuant to FRCP
30(b)(6)

Sept. 9, 2014

9 E-mails between counsel for the parties showing
Applicant’s meet and confer efforts regarding the
discovery disputes pertinent to the instant Motion

Aug. 12, 2014 to
Sept. 10, 2014

10 USPTO’s TESS & TSDR records re Applicant’s U.S.
Reg. No. 2,879,342 for “HOLLYWOOD HOTEL, THE
HOTEL OF HOLLYWOOD”

Registered Aug. 31,
2004
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II. ARGUMENT

A. Opposer’s Objections to Applicant’s Discovery Requests and Notice of
Deposition Are Improper and Applicant Is Entitled to Obtain the
Information and Documents It Has Sought

Applicant seeks the Board’s intervention in regard to the following discovery disputes

involving Opposer’s responses and objections to Applicant’s written discovery requests and Rule

30(b)(6) deposition topics in Applicant’s First Amended Notice of Deposition of Opposer:

Applicant’s Interrogatory No. 5, Document Request No. 5 & Deposition Topic No. 1

These discovery requests and deposition topic seek information and documents regarding

Opposer’s selection and adoption of Opposer’s Mark (i.e., HOLLYWOOD HOTEL), and

trademark searches pertaining to the same. [See Exs. 1, 2 and 6] However, Opposer has objected

to these discovery requests and deposition topic on ground that the information sought is not

reasonably calculated to lead to the discovery of admissible evidence, and has stated that it would

not designated a witness to testify on this topic. [See Exs. 3, 4 and 8]

Opposer’s objection on relevancy grounds is improper, and contrary to what Opposer’s

counsel has argued in his meet and confer e-mail of August 22, 2014 (see Ex. 9), even if

Opposer’s pleaded registrations are incontestable, information about Opposer’s selection and

adoption of Opposer’s Mark is a relevant topic of inquiry and is reasonably calculated to lead to

the discovery of admissible evidence. TBMP § 414(4). Therefore, Applicant is entitled to the

information sought in Interrogatory No. 5 and Document Request #5, and Opposer should be

required to designate an appropriate witness on Deposition Topic No. 1.
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Interrogatory No. 17, Document Request No. 17 & Deposition Topic Nos. 4 & 5

These discovery requests and deposition topics seek information and documents about the

date and circumstances when Opposer first became aware of Applicant’s Mark and Applicant’s

use of the HOLLYWOOD HOTEL name, investigations into Applicant, Applicant’s Mark, the

subject application for Applicant’s Mark, Applicant’s use of HOLLYWOOD HOTEL, as well as

other related information. [See Exs. 1, 2 and 6] 

Opposer has objected on relevancy grounds, and has stated that it filed a timely Notice of

Opposition. [See Exs. 3, 4 and 8] But, Opposer’s relevancy objection is improper. Even when an

opposer files a timely notice of opposition, that does not mean that opposer’s delay in objecting

to applicant’s mark is never a proper issue in an opposition proceeding. 

This is because one of the factors evaluated in a likelihood of confusion analysis under

E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (CCPA 1973) is “the market interface

between applicant and the owner of a prior mark.” And relevant to this factor, it has been stated

as follows: “When a senior user unduly delays before taking action against a junior user’s use or

registration of a [purportedly] conflicting mark, such delay can weigh heavily against the senior

user’s claim of likelihood of confusion. If the junior user’s use of the disputed mark in fact was

causing confusion in the marketplace and harming the senior user’s business, the senior user

ordinarily will take prompt action to protect its rights. A significant delay by the senior user this

militates against its claims of confusion and harm.” Guide to TTAB Practice, 2010 Supplement,

§11.03[W].

Furthermore, Opposer’s undue delay in objecting to Applicant’s mark can lead to and be
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a proper basis for asserting laches as an affirmative defenses in an opposition proceeding. In this

regard, information regarding the timing and circumstances when Opposer first actually became

aware of Applicant’s HOLLYWOOD HOTEL mark or Applicant’s use thereof is obviously

within Opposer’s knowledge, and Applicant has every right to discover that information from

Opposer. Moreover, since HOLLYWOOD HOTEL is a prominent part of Applicant’s

Registration No. 2,879,342 issued on August 31, 2004 for the mark “HOLLYWOOD HOTEL,

THE HOTEL OF HOLLYWOOD” (see Ex. 10), Applicant is entitled to discover information

relating to Opposer’s knowledge of that registration and Applicant’s use of that mark. Applicant

should have the right to discover this information, and if the facts warrant, seek leave from the

Board to assert laches as a defense in this proceeding. See, Copperweld Corp. v. Astralloy-

Vulcan Corp., 196 USPQ 585, 590-91 (TTAB 1977); Aquion Partners LP v. Envirogard Ltd., 43

USPQ2d 1371, 1373 (TTAB 1991). Opposer should not be permitted to obstruct Applicant’s

right to discovery in this regard.

Interrogatory No. 21, Document Request No. 21 & Deposition Topic Nos. 3 & 20-22

These discovery requests and deposition topic seek information and documents

concerning all trademark searches and investigations conducted by or for Opposer relating to

Opposer’s Mark and/or any mark containing the word “HOLLYWOOD” and the documents

relating thereto. [See Exs. 1, 2 and 6] 

Opposer has objected on grounds of relevancy, being overbroad and burdensome. [See

Exs. 3, 4 and 8] However, Opposer’s objections are improper, because the contents of trademark

searches are certainly discoverable. TBMP §§ 414(6), 414(9). 
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Applicant has the right to know what information exists in such trademark searches,

including information that may exist about any of Applicant’s marks that include the word

HOLLYWOOD as well as third party marks that include the same word. At a minimum, Opposer

should produce its trademark searches related to marks in connection with the fields of hotels,

motels, casinos, gaming/gambling establishments, bars, cafes, restaurants, meeting facilities,

catering facilities, and/or banquet facilities.

Interrogatory No. 28, Document Request Nos. 30-32 & Deposition Topic No. 9

These discovery requests and deposition topic seek information and documents

concerning any plans by Opposer to expand the use of Opposer’s Mark. [See Exs. 1, 2 and 6] 

Opposer has objected on relevancy grounds. [See Exs. 3, 4 and 8] But, information

regarding plans to expand the use of Opposer’s mark that is the basis of its opposition is relevant

to the likelihood of confusion inquiry and discoverable. TBMP § 414(8). Opposer’s objections to

this topic are improper, and it should respond to this interrogatory and produce responsive

documents, and designate a proper witness on this topic.

B. There Is Good Cause for Extending the Deadline for Close of Discovery to be
Conducted by Applicant

When a party seeks an extension prior to the deadline for close of discovery, that party

need only establish “good cause” for the requested extension. Fed. R. Civ. P. 6(b)(1)(A); TBMP

§509.01.

In this case, Applicant’s counsel has been attempting to meet and confer with Opposer’s

attorneys regarding these discovery disputes for one month since August 12, 2014, but it has

finally become clear that Opposer would not withdraw its objections and would not produce
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responses to several key interrogatories nor would it produce responsive documents. [See Ex. 9]

Moreover, since August 14, 2014, Opposer has known about the topics which Applicant

intended to inquire into during Opposer’s Rule 30(b)(6) deposition that was noticed for

September 12, 2014. [See Exs. 5 and 6] However, Opposer waited until just three days prior to

that deposition to serve improper objections to several topics of inquiry in Applicant’s Notice of

Deposition. [Ex. 8] And in those objections, Opposer has expressly stated that it would not

produce a witness on such topics. [Ex. 8]

Given this background, although Applicant’s attorney had purchased a ticket to fly from

Los Angeles to Philadelphia to take Opposer’s discovery deposition on September 12, 2014, it

would have been an exercise in futility and a waste of time, expenses and resources on the part of

Applicant and its attorney to travel to Philadelphia and conduct the deposition when Opposer has

just gone on record that it would not designate a witness on many important topics of inquiry.

Accordingly, Applicant was forced to continue Opposer’s deposition until after the Board

has had a chance to review and rule on the discovery issues presented in this Motion.  Under

these circumstances, Applicant believes that there is good cause to extend Applicant’s deadline

for close of discovery in order to afford Applicant an opportunity to complete the discovery to

which it is entitled in this proceeding. This extension would not unduly prejudice Opposer as it

would merely be required to meet its discovery obligations.2

2 Opposer has already received responses and documents from Applicant in response
to Opposer’s written discovery requests, and on September 9, 2014, Opposer conducted and
completed the discovery deposition of Applicant under Rule 30(b)(6) where testimony was obtained
from Applicant’s designated a witness on all 25 topics in Opposer’s deposition notice. Therefore,
Applicant believes that the deadline for close of discovery should not be extended for both parties,
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As such, Applicant requests that the Board extend Applicant’s deadline for close of

discovery by 30 days from the date when the Board announces its decision on the instant Motion.

III. CONCLUSIONS

In view of the foregoing, Applicant requests that its instant “Motion to Compel Discovery

and to Extend Applicant’s Deadline for Close of Discovery” be granted.

Respectfully submitted,

Dated: September 12, 2014 /Kamran Fattahi/
Kamran Fattahi
LAW OFFICES OF KAMRAN FATTAHI
15303 Ventura Blvd., Suite 900
Sherman Oaks, California 91403
Tel: (818) 205-0140 
E-mail: Kamran@FattahiLaw.com

Attorneys for Applicant,
Chateau Celeste, Inc. 

but should only be extended to allow Applicant to conduct and complete discovery in this case.
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CERTIFICATE OF SERVICE

As counsel for Applicant, I hereby certify that I caused a true and correct copy of

“CORRECTED APPLICANT’S MOTION TO COMPEL DISCOVERY AND TO EXTEND

APPLICANT’s DEADLINE FOR CLOSE OF DISCOVERY” (In Re TTAB Opposition No.

91203686) to be served on this date via e-mail (pursuant to prior agreement between counsel for

the parties), upon counsel for Opposer at the following e-mail addresses:

jacobsh@ballardspahr.com 
larsont@ballardspahr.com

phila_tmdocketing@ballardspahr.com

Dated: September 12, 2014 /Kamran Fattahi/
Kamran Fattahi
LAW OFFICES OF KAMRAN FATTAHI
15303 Ventura Blvd., Suite 900
Sherman Oaks, California 91403
Tel: (818) 205-0140 
E-mail: Kamran@FattahiLaw.com

Attorneys for Applicant,
Chateau Celeste, Inc.


































































































































































































